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„, o,w> cam c to pi APF THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

3SS^W .^SJ fHi Notice ofi&?5»! appea, f4 . ,3. a m+ «e6 Re, U es, ,o, CCinuec Exa m ,na.,on 
(RCE) in compliance with 37 CFR 1.114. , , ... 

* THE PERIOD FOR REPLY [check only a) or b)] 

a, □ The period for reply expires months from the mailing date of the final rejection. 

b) □ The period for rep.y expires on: 0, the mai,in g -^^^^^m^SS ^XX^^^ 

ExThSTV?^ rwIlywaVrled WITHIN TWO MONTHS OF THE RNAL RE.JECT.ON. 

£^^^ S e e37C F R 1.704 (b , 



A Notice of Appeal was filed on J^^JOO^. Appellant's Brief must be filed withir , the period set forth in 
37 CFR 1 192(a), or any extension thereof (37 CFR 1.191(d)), to avoid d.sm,ssal of the appeal. 
2 53 The proposed amendment(s) will not be entered because: 

(a) R they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see NOTE below); 

,c) 69 they are not deemed to place the application in better form for appeal by materially reducing or amplifying the 

issues for appeal; and/or . 
(d) B they present additional claims without canceling a corresponding number of finally rejected claims. 



NOTE: See attached. 



3. □ Applicant's reply has overcome the following rejection(s): 



. . . , . would be allowable if submitted in 

4. □ Newly proposed or amended claim (s) . , : 

a separate, timely filed amendment canceling the non-allowable claim(s). 
5 m The a) □ affidavit, b) □ exhibit, or c) GS request for reconsideration has been considered but does NOT place the 

3P~— n for ^™^™?_ Hmpnts wh , h havfl nnt heen enM _ 



6. □ The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly raised 

by the Examiner in the final rejection. 

The status of the claim(s) is (or will be) as follows: 



Claim (s) allowed: 

Claim (s) objected to: 
Claim(s) rejected: B-16. 28. and 30-34 



Claim(s) withdrawn from consideration: : 

„ t . is a) □ approved or b) □ disapproved by the Examiner 

8.D The proposed drawing correction filed on 's aj c M m ^- 

« n «» a tt a rh«H information Disclosure Statement(s) (PTO-1449) Paper Note). . ■K^tth Q 



9.D Note the attached Information Disclosure Statement(s) (PTO-1449) Paper Note) DffiOWHJ 




10.D Other: „ rrvmom 

7EOB l lOU)GYCfcW|fcH teoo 
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Sections 2(a)(c)(d): 

The amendment to the claims that requires the use BLAST as a specific comparison tool 
for determining homology requires a new search and consideration of the art. Further, the 
limitation that the homology must be determined over "the full length of specific sequences 
requires a new search and consideration. Additionally, it raises new issues under 35 U.S.C. 1 12, 
second paragraph, because various versions of the BLAST exist, and the version available at the 
web site taught in the instant specification is continually modified to newer versions. Further, 
what one would consider "default" parameters must be considered because these values are not 
specifically taught in the instant specification. Furthermore, with respect to the written 
description rejection made under 35 U.S.C. 112, first paragraph, it is unclear if a limitation which 
would identify a possible variant of a sequence meets the requirements for written description 
because the description requirement of the patent statute requires a description of an invention, 
not an indication of a result that one might achieve if one made that invention. See In re Wilder, 
736 F.2d 1516, 222 USPQ 369, 372-373 (Fed. Cir. 1984) (affirming rejection because the 
specification does "little more than outlin[e] goals appellants hope the claimed invention 
achieves and the problems the invention will hopefully ameliorate."). Accordingly, naming a 
type of material generally known to exist, in the absence of knowledge as to what that material 
consists of, is not a description of that material. 

With regard to newly proposed claim 35, it is noted that this specific method was not 
originally presented and considered in the restriction requirement or prosecution, and at the least 
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requires a new search and consideration. Additionally, the new claim raises issues of requiring a 
restriction of the newly proposed claim. 



